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Case Digest: 
 

Summary:  
The plaintiff, an automobile manufacturer from Japan having its presence in many countries had 

acquired registration in India in different classes for its trade marks „TOYOTA‟, „TOYOTA 

INNOVA‟ and „TOYOTA DEVICE‟ in1989-2003.The first respondent is a partnership firm 

manufacturing automobile spare parts constituted in 2001 of which the second and third 

respondents are partners. The fourth respondent is a Private Limited Signature Not Verified 

Company in which the second and third respondents are partners. 

The plaintiff filed a Civil Suit in the Delhi High Court seeking a decree of permanent injunction 

for infringement of trademark, passing off and for damages against the defendants in order to 

protect its trademarks and the mark „Prius‟ claiming to be a prior user. The plaintiff averred that 

the goods manufactured and sold by the defendants bore the plaintiff‟s registered trademarks 

thereby clearly constituting infringement. The plaintiff had launched the world‟s first 

commercial hybrid car called „Prius‟ in Japan (1997) and in 2000-2001 elsewhere and claimed 

registration of the trade mark „Prius‟ in different countries as early as the year 1990 in Japan 

and  in other jurisdictions. The car was released in the year 2009 and had not obtained 

registration of the mark „Prius‟ in the Indian jurisdiction. In India, the car appeared in the car 

shows in 2009 and was formally launched in 2010. 

 

Advertisements, news reports and publications in car magazines about „Prius' in India and across 

the globe has made it a well known trade mark. The defendants got the mark „Prius‟ registered in 

the year 2002-2003 for all types of auto parts and accessories were using the said trade mark in 

carrying out their trade in auto parts and accessories. The plaintiff approached the Trade Mark 

Registry for cancellation of the registered trade mark of the defendants and also filed the suit in 

question on the ground that the defendants had been using the well known trademarks of the 

plaintiff without any authorization, taking an unfair advantage of the reputation and goodwill. 

The defendants claimed to be using „TOYOTA‟, „TOYOTA INNOVA‟ and „TOYOTA 



 

 

DEVICE‟ on the packaging materials for item identification as they were in the automobile spare 

parts business. It was an honest use in an industrial matter and protected under Section 30 of the 

Act. 

 

The defendant registered „PRIUS‟ in 2002 and has been continuously using it since 2001. They 

supply auto accessories to automobile giants like Hyundai Motors, General Motors thus building 

up a considerable market reputation. The plaintiff hadn‟t registered the mark “PRIUS” for any of 

its products and no Prius Car was sold in India so as to claim goodwill. It was impossible for the 

people in India to identify and recognize or associate the defendants‟ registered trademark 

„Prius” with any of the products of the plaintiff. The defendants were the first in India to 

manufacture add-on chrome plated accessories and had conceptualized their attempt as „pehela 

prayas‟. They had adopted the name „Prius‟ and registered it in 2002 as „PRIUS‟ and „PRIUS - 

The name you can trust‟ accordingly. 

 

Issue:  
 Permanent injunction restraining the defendants from using the plaintiff‟s registered 

trademarks „TOYOTA‟, „TOYOTA INNOVA‟ and „TOYOTA DEVICE‟. 

  Permanent injunction restraining the defendants from using the well known 

(unregistered) trademark „Prius‟ to prevent passing off the defendants‟ goods as that of 

the plaintiff. 

 

Judgment: 
The trademark „Prius‟ had acquired goodwill in several other jurisdictions in the world much 

earlier to the use and registration by the defendants in India. According to territoriality principle, 

adequate evidence is required to show that the plaintiff had acquired substantial goodwill for its 

car under the brand name „Prius‟ in the Indian market. The car was introduced in 2009-2010 in 

India. The advertisements in automobile magazines, international business magazines, Wikipedia 

and online Britannica dictionary and the information on the internet will not be a safe basis to 

proof existence of the necessary goodwill and reputation of the product in the Indian market at 

the relevant point of time, especially seeing the limited online exposure in the year 2001. The 

news items relating to the launching of the product in Japan isolated and singularly in the 

Economic Times do not firmly establish the acquisition and existence of goodwill and 

reputation  in the Indian market. The evidence of the plaintiff‟s witnesses themselves would be 

suggestive of a very limited sale of the product in the Indian market and virtually the absence of 

any advertisement of the product in India prior to April, 2001. This, in turn, would show either 

lack of goodwill in the domestic market or lack of knowledge and information of the product 

amongst a significant section of the Indian population. While it may be correct that the 

population to whom such knowledge or information of the product should be available would be 

the section of the public dealing with the product as distinguished from the general population, 

even proof of such knowledge and information within the limited segment of the population is 

not prominent. Prius (car brand name) had not acquired the degree of goodwill, reputation, 

market or popularity in India so as to vest the plaintiff with necessary attributes of the right of a 

prior user to successfully maintain an action of passing off even against the registered owner. In 

any event the core 

 of the controversy between the parties is really one of appreciation of the evidence of the 

parties; an exercise that this Court would not undoubtedly repeat unless the view taken by the 



 

 

previous forum is wholly and palpably unacceptable which does not appear to be so in the 

present premises. 

   

If goodwill or reputation in the particular jurisdiction is not established by the plaintiff, no other 

issue would need further examination extending the plaintiff‟s right in the action of passing off 

that it had brought against the defendants in the Delhi HC. The mark „PRIUS‟, will be sustained. 

The plaintiff‟s delayed approach to the Courts has remained unexplained and can't be allowed to 

work to the prejudice of the defendants who had kept on using its registered mark to market its 

goods during the plaintiff‟s inordinately long period of silence. 
 


